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In the Office Action with a mailing date of June 16, 2014, the Examining Attorney maintained the
refusal for registration on the basis that the specimen does not show the applied-for mark, as shown in
the drawing, in use in commerce.  15 U.S.C.§§ 1051, 1127; TMEP SS 904, 904.07(a).  Applicant is
submitting this Request for Reconsideration and the Notice of Appeal.  With regard to the refusal of
registration, please consider the following. 
 
In previous cases, the Board has agreed that if a specimen contains extraneous matter that would have
required a disclaimer had that matter been included in the original drawing and description of the mark,
then the “drawing presents a substantially exact representation of the mark as actually used in
commerce, and applicant need not submit new specimens showing the mark without” the extraneous
matter.  In re Burrell Mining Products, Inc., #74693924 (TTAB, April 8, 1999) (finding that the
drawing of a design mark was a substantially exact representation of the mark, as used in commerce,
despite the fact that the mark in the specimen had extraneous wording, such as the name and address of
the mark’s owner).   The word “project” is defined as “a large or major undertaking”.  Please see
Attachment A for the definition of “project”.     Had Applicant applied for the mark “EPIDEL
PROJECT”, a disclaimer of the word “project” would have certainly been required because the word
“project” is descriptive or generic.   See also, In re Delaware Valley Legacy Fund, Serial No. 78608669
(TTAB April 11, 2008).  As the word “project” would have required a disclaimer had it been included
in the applied-for mark, its presence in the specimen should not serve as the basis of a refusal for
registration. 
 
On the specimens, the word “project” was included because Applicant’s product, which is a medical
product/pharmaceutical, is still in testing.  It is typical for medical products/pharmaceuticals to require
many years of testing before approval.  As such, TMEP Section 901.02 explicitly recognizes that “use
in the ordinary course of trade” in the pharmaceutical industry encompasses a “company’s shipment to
clinical investigators during the Federal approval process…”  Applicant’s mark is “EPIDEL”.   The
word “project” is merely informational since the product is not yet sold to consumers.
 
The Examining Attorney argues that the phrase “Epidel ™ Project” creates a unified impression because
the mark “EPIDEL” and the word “project” are in the same font; written in the same size; and written
in-line with each other.  This was also the case in In re Hudson Fairfax Group LLC, No. 76662560



(TTAB November 21, 2008), where the applied-for mark was “CONTINUUM” and the specimen
displayed “INDIA CONTINUUM FUND”.   A copy of the specimen is included in Attachment B.  As
in the present case, the examining attorney’s argument in support of the refusal for registration was
based on the fact that the additional wording was also in the same font; written in the same size; and
written in-line with the applied-for mark.  According to the Board in the “CONTINUUM” case, the
question was whether the applied-for mark created a separate commercial impression because the
additional wording did “not indicate source.”   With regard to “FUND”, the Board held that this word
was generic, and as such, could not be part of a unitary phrase or mark.  As a generic word, it could not
substantially distinguish the specimen from the drawing.  With regard to the word “INDIA”, the
examining attorney in In re Hudson argued that India was a descriptive word capable of functioning as a
trade mark.  The Board was not persuaded, stating:

 “Moreover, the mere fact that a term is not generic does not mean that it has trademark
significance, nor is that the determining factor in whether the omission of that terms
results in a mutilation of the mark as actually used” in the specimen.   (Emphasis added)
 

The Board went on to  find that consumers were not going to attach any more significance to the
word “INDIA” beyond the fact that it indicated the geographic location of the investment fund.  
There is no evidence in the record to support that consumers will attach significance to the word
“project” beyond its generic meaning.   Rather, Applicant respectfully submits that consumers
will perceive “project” with its normal connotation and meaning, making the word “project” a
word with no trademark significance. 
 
The issue of whether the word “project” can have trademark significance when simply appended to
another mark was considered by the Board in In re Delaware Valley Legacy Fund, Serial No. 78608669
(TTAB April 11, 2008).  In this case, the applicant was attempting to register the mark “WILLPOWER
PROJECT”, where the word “project” had already been disclaimed.   The examining attorney refused
registration on the basis that there was a likelihood of confusion with the registered marks
“WILLPOWER” and “WILL POWER”.    The issue was whether the commercial impression of
“WILLPOWER PROJECT” was the same as the commercial impressions of the registered marks.  
Ultimately, the comparison of the commercial impression depended on the question of whether the word
“project”, when simply added to a word functioning as mark, could indicate trademark significance.  
The Board found that the word “project” did not have trademark significance because it is “a
commonly used term with little or no source identifying significance.”   As a result, the word “project”
did not distinguish the commercial impressions of “WILLPOWER PROJECT” and
“WILLPOWER/WILL POWER”, and consumers would think that the applied-for mark indicated the
same source of origin as either of the registered marks.  In Delaware Valley Legacy Fund supports a
finding that the commercial impressions of “EPIDEL” and “ EPIDEL™ PROJECT” are the same.
 
In the Office Action of June 16, The Examining Attorney argues that the presence of the letters
“TM” are not enough to visually and conceptually separate the mark “EPIDEL” and the word
“project.”   The present case is analogous to the case in In re Green U.O.D., Inc., #76615858
(March 13, 2008), where the applicant applied-for the mark “URBAN RENEWAL” but the
specimen showed “URBAN RENEWAL at HOME”.   (The words “URBAN RENEWAL” and
“HOME” were in the same font, size and visual plane; the word “at” was in superscript.)   The
Board found that because “at” was not in the same visual plane, a different size, and in
lowercase letters, “at” functioned as a visual and conceptual separator between the applied-for
mark and the extraneous wording.  This same reasoning is applicable to the present case, where
the letters “TM” are also in super-script, in a smaller size and, unlike the mark “EPIDEL” and
the word “project”, in uppercase letters.   Therefore, the letters “TM” act as a visual and



conceptual separator that severs the commercial impression of the mark “EPIDEL” from the
commercial impression of the word “project”.  
 
In view of the above, Applicant respectfully requests withdrawal of the refusal for registration. 
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To the Commissioner for Trademarks:

Application serial no. 77787804 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In the Office Action with a mailing date of June 16, 2014, the Examining Attorney maintained the refusal
for registration on the basis that the specimen does not show the applied-for mark, as shown in the
drawing, in use in commerce.  15 U.S.C.§§ 1051, 1127; TMEP SS 904, 904.07(a).  Applicant is
submitting this Request for Reconsideration and the Notice of Appeal.  With regard to the refusal of
registration, please consider the following. 
 
In previous cases, the Board has agreed that if a specimen contains extraneous matter that would have
required a disclaimer had that matter been included in the original drawing and description of the mark,
then the “drawing presents a substantially exact representation of the mark as actually used in commerce,
and applicant need not submit new specimens showing the mark without” the extraneous matter.   In re
Burrell Mining Products, Inc., #74693924 (TTAB, April 8, 1999) (finding that the drawing of a design
mark was a substantially exact representation of the mark, as used in commerce, despite the fact that the
mark in the specimen had extraneous wording, such as the name and address of the mark’s owner).   The
word “project” is defined as “a large or major undertaking”.  Please see Attachment A for the definition
of “project”.     Had Applicant applied for the mark “EPIDEL PROJECT”, a disclaimer of the word
“project” would have certainly been required because the word “project” is descriptive or generic.   See
also, In re Delaware Valley Legacy Fund, Serial No. 78608669 (TTAB April 11, 2008).  As the word
“project” would have required a disclaimer had it been included in the applied-for mark, its presence in
the specimen should not serve as the basis of a refusal for registration. 
 
On the specimens, the word “project” was included because Applicant’s product, which is a medical
product/pharmaceutical, is still in testing.  It is typical for medical products/pharmaceuticals to require
many years of testing before approval.  As such, TMEP Section 901.02 explicitly recognizes that “use in
the ordinary course of trade” in the pharmaceutical industry encompasses a “company’s shipment to
clinical investigators during the Federal approval process…”  Applicant’s mark is “EPIDEL”.   The word
“project” is merely informational since the product is not yet sold to consumers.



 
The Examining Attorney argues that the phrase “Epidel ™ Project” creates a unified impression because
the mark “EPIDEL” and the word “project” are in the same font; written in the same size; and written in-
line with each other.  This was also the case in In re Hudson Fairfax Group LLC, No. 76662560 (TTAB
November 21, 2008), where the applied-for mark was “CONTINUUM” and the specimen displayed
“INDIA CONTINUUM FUND”.   A copy of the specimen is included in Attachment B.  As in the present
case, the examining attorney’s argument in support of the refusal for registration was based on the fact
that the additional wording was also in the same font; written in the same size; and written in-line with the
applied-for mark.  According to the Board in the “CONTINUUM” case, the question was whether the
applied-for mark created a separate commercial impression because the additional wording did “not
indicate source.”   With regard to “FUND”, the Board held that this word was generic, and as such, could
not be part of a unitary phrase or mark.  As a generic word, it could not substantially distinguish the
specimen from the drawing.  With regard to the word “INDIA”, the examining attorney in In re Hudson
argued that India was a descriptive word capable of functioning as a trade mark.  The Board was not
persuaded, stating:

 “Moreover, the mere fact that a term is not generic does not mean that it has trademark
significance, nor is that the determining factor in whether the omission of that terms results
in a mutilation of the mark as actually used” in the specimen.   (Emphasis added)
 

The Board went on to  find that consumers were not going to attach any more significance to the
word “INDIA” beyond the fact that it indicated the geographic location of the investment fund.  
There is no evidence in the record to support that consumers will attach significance to the word
“project” beyond its generic meaning.   Rather, Applicant respectfully submits that consumers will
perceive “project” with its normal connotation and meaning, making the word “project” a word
with no trademark significance. 
 
The issue of whether the word “project” can have trademark significance when simply appended to
another mark was considered by the Board in In re Delaware Valley Legacy Fund, Serial No. 78608669
(TTAB April 11, 2008).  In this case, the applicant was attempting to register the mark “WILLPOWER
PROJECT”, where the word “project” had already been disclaimed.   The examining attorney refused
registration on the basis that there was a likelihood of confusion with the registered marks
“WILLPOWER” and “WILL POWER”.    The issue was whether the commercial impression of
“WILLPOWER PROJECT” was the same as the commercial impressions of the registered marks.  
Ultimately, the comparison of the commercial impression depended on the question of whether the word
“project”, when simply added to a word functioning as mark, could indicate trademark significance.   The
Board found that the word “project” did not have trademark significance because it is “a commonly used
term with little or no source identifying significance.”   As a result, the word “project” did not distinguish
the commercial impressions of “WILLPOWER PROJECT” and “WILLPOWER/WILL POWER”, and
consumers would think that the applied-for mark indicated the same source of origin as either of the
registered marks.  In Delaware Valley Legacy Fund supports a finding that the commercial impressions of
“EPIDEL” and “ EPIDEL™ PROJECT” are the same.
 
In the Office Action of June 16, The Examining Attorney argues that the presence of the letters
“TM” are not enough to visually and conceptually separate the mark “EPIDEL” and the word
“project.”   The present case is analogous to the case in In re Green U.O.D., Inc., #76615858
(March 13, 2008), where the applicant applied-for the mark “URBAN RENEWAL” but the
specimen showed “URBAN RENEWAL at HOME”.   (The words “URBAN RENEWAL” and
“HOME” were in the same font, size and visual plane; the word “at” was in superscript.)   The
Board found that because “at” was not in the same visual plane, a different size, and in lowercase



letters, “at” functioned as a visual and conceptual separator between the applied-for mark and the
extraneous wording.  This same reasoning is applicable to the present case, where the letters
“TM” are also in super-script, in a smaller size and, unlike the mark “EPIDEL” and the word
“project”, in uppercase letters.   Therefore, the letters “TM” act as a visual and conceptual
separator that severs the commercial impression of the mark “EPIDEL” from the commercial
impression of the word “project”.  
 
In view of the above, Applicant respectfully requests withdrawal of the refusal for registration. 

EVIDENCE
Evidence in the nature of Attachment A and Attachment B has been attached.
Original PDF file:
evi_721645198-20141215162645175088_._Attachment_A.pdf
Converted PDF file(s)  ( 7 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Original PDF file:
evi_721645198-20141215162645175088_._Attachment_B.pdf
Converted PDF file(s)  ( 2 pages)
Evidence-1
Evidence-2

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Rachel A. Rice/     Date: 12/15/2014
Signatory's Name: Rachel A. Rice
Signatory's Position: Attorney of record, Colorado bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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